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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1 )KI Responsive to communication(s) filed on 09 January 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) ^ Claim(s) 1-6,42 and 44-47 is/are allowed. 
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Application Papers 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
9, 2008 has been entered. 

Claims 1-7, 9, 10, 12, 14-23, 38 and 40-62 are pending; claims 1-7, 9, 10, 12, 14, 
38 and 40-62 are under consideration in the instant application. Any rejection of record 
in the previous Office Action, mailed December 13, 2006 that is not addressed in this 
action has been withdrawn. 

Claim Objections 

Claims 9 and 43 are objected to because of the following informalities: In claim 
9, line 2, "cerevisia" should be "cerevisiae". In claim 43, the "t" at the end of line 2 
should be "at". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 7, 9, 10, 12, 14,38,40-41 and 48-62 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The 
claim(s) contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

Applicant claims yeast strains obtained by the process claimed in claim 1 . The 
claims read on a broad genus of yeast strains, because any industrial, brewery or 
baker's yeast strain with the fil phenotype made by the process in claim 1 is 
encompassed by the claims. 

The written description requirement for a genus may be satisfied through 
sufficient description of a representative number of species by actual reduction to 
practice or by disclosure of relevant identifying characteristics, i.e. structure or other 
physical and/or chemical properties, by functional characteristics coupled with a known 
or disclosed correlation between function and structure, or by a combination of such 
identifying characteristics, sufficient to show applicants were in possession of the 
claimed invention. In the instant case, the specification does not sufficiently describe a 
representative number of yeast strains made by actual reduction to practice or by 
disclosure of relevant identifying characteristics. 

Applicant claims the yeast strains by function only, without any disclosed or 
known correlation between the elements and their function. The specification only 
provides teachings of a few strains made. The specification does not teach how to 
make any yeast strain with a fil phenotype. More than one mutation is known to cause 
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a fil phenotype, and there is no guidance on all the different genes that can be mutated 
to produce a yeast strain with the fil phenotype. There is no evidence that there is any 
perse structure/function relationship between the disclosed strains and any others that 
might be made using the claimed method. The skilled artisan cannot envision a 
sufficient number of embodiments of the instant invention from the instant specification 
because the specification only discloses a few yeast strains with specific mutations. 

The state of the art at the time of filing does not provide sufficient information on 
the subject to overcome the deficiencies of the instant specification. There is no 
description in the art that allows one to envision a representative number of yeast 
strains with the fil phenotype by disclosing structural or functional features of the yeast 
strains so that one of skill in the art could envision the claimed invention. Thus the 
skilled artisan cannot consult the art at the time of filing to envision a sufficient number 
of embodiments of the instant invention to see that the applicant was in possession of 
the claimed genus. 

Neither the specification of the instant application or the state of the art at the 
time of filing teaches a structure-function relationship for a representative number of 
yeast strains with the fil phenotype. As a result, the skilled artisan would not be able to 
envision the claimed invention. Therefore applicant has not satisfied the written 
description requirement to show the skilled artisan that they were in possession of the 
claimed genus. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 7, 9, 38, 40, 41 , 51 and 59 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Kim et al. 

Applicants claim an industrial, brewery, or baker's yeast strain with the fil 
phenotype, including a S. cerevisiae strain, made by the process in claim 1 . These are 
product-by process claims. The "fil phenotype" is a yeast strain that keeps good stress 
resistance in fermentation and/or growth phase (p. 1 specification). 

Kim et al (Appl. and Envtl. Micro. 62(5): 1563-1569, 1996, specifically p. 1563) 
teaches a S. cerevisiae strain with a deletion in the ATH gene, which allowed for 
increased tolerance to stress conditions of dehydration, freezing and toxic levels of 
ethanol. S. cerevisiae is used in brewing and baking. 



Allowable Subject Matter 

Claims 1-6, 42 and 44-47 are allowable. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHELE K. JOIKE whose telephone number is 
(571)272-5915. The examiner can normally be reached on M-F, 9:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michele K Joike, Ph.D. 

Examiner 

Art Unit 1636 



/David Guzo/ 
Primary Examiner 
Art Unit 1636 



